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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 .1 14, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1 .1 14. Applicant's submission filed on 12 May 
2006 has been entered. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1,2, 4-12, and 14-23 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US 5,144,526 (Vu). 

Vu discloses, referring to figure 1 , a printed wiring board comprising a first circuit 
conductor (9) extending through at least a part of the printed wiring board, a second 
circuit conductor (9) extending through at least a part of the printed wiring board, and a 
plurality of stacked inneriayer panels, wherein at least one of the innerlayer panels 
comprises at least one capacitor (see col. 2, lines 10-15), comprising a first electrode 
(3) having a width (electrode 3 is shown as having a width corresponding to the entire 
width of the pictured portion, figure 1) formed from a foil and having a first electrode 
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termination (connection point of electrode 3 and via 9, col. 2, lines 15-20) coupled to the 
first circuit conductor wherein the first electrode termination is within the footprint of the 
first electrode, at least one dielectric layer comprising a high dielectric constant material 
(5) disposed over the first electrode including an aperture formed therethrough, and a 
second electrode (3) having a width (electrode 3 is shown as having a width 
corresponding to the entire width of the pictured portion, figure 1 ) formed over the first 
dielectric layer and having a second electrode termination (connection point of electrode 
3 and via 9, col. 2, lines 15-20) coupled to the second circuit conductor, wherein the 
second electrode termination is spaced a selected distance from the first electrode 
termination to reduce separation between terminations and wherein the termination of 
the first electrode and the termination of the second electrode are at a distance form 
each other which is less than the width of either the first electrode or the second 
electrode (as displayed in figure 1, the width of electrodes 3, spanning the entire 
pictured portion, is greater than the distance between the two vias 9, which represent 
the first and second electrode terminations) [claim 1], wherein the first circuit conductor 
extends through the dielectric layer [claim 2], wherein the capacitor of the at least one 
innerlayer panel is laminated to a laminate material (7) disposed over the capacitor, 
wherein the first circuit conductor extends through the laminate material (see figure 2) 
[claim 4], wherein the second circuit conductor extends through the laminate material 
(see figure 2) [claim 5] 

Similarly, Vu discloses, referring to figure 2, a printed wiring board comprising a 
first circuit conductor (15) extending through at least a part of the printed wiring board, a 
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second circuit conductor (15) extending through at least a part of the printed wiring 
board, and a plurality of stacked innerlayer panels, wherein at least one of the 
inneriayer panels comprises at least one capacitor (see col. 2, lines 10-15), comprising 
a first electrode (13) having a width (electrode 3 is shown as having a width 
corresponding to the entire width of the pictured portion, figure 2) formed from a foil and 
having a first electrode termination coupled to the first circuit conductor wherein the first 
electrode termination is within the footprint of the first electrode, at least one dielectric 
layer comprising a high dielectric constant material (17) disposed over the first electrode 
including an aperture formed therethrough, and a second electrode (13) having a width 
(electrode 13 is shown as having a width corresponding to the entire width of the 
pictured portion, figure 2) formed over the first dielectric layer and having a second 
electrode termination coupled to the second circuit conductor, wherein the second 
electrode termination is spaced a selected distance from the first electrode termination 
to reduce separation between terminations and wherein the termination of the first 
electrode and the termination of the second electrode are at a distance form each other 
which is less than the width of either the first electrode or the second electrode (as 
displayed in figure 2, the width of electrodes 13, spanning the entire pictured portion, is 
greater than the distance between the two vias 9, which represent the first and second 
electrode terminations) [claim 1], the capacitor further comprising a third electrode 
spaced from the second electrode by a two-layer dielectric (17, 19) and electrically 
connected to the first electrode [claim 6], wherein the first electrode has a first 
component side that contacts the dielectric layer and a second side opposite to the first 
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component side wherein the first circuit conductor extends from the second side of the 
first electrode [claim 7], wherein the termination of the second electrode is within the 
footprint of the second electrode [claim 8], further comprising a laminate material (7) 
disposed over the second side of the first electrode, wherein the first circuit conductor 
extends through the laminate material and the second circuit conductor extends through 
the laminate material [claim 9], the capacitor further comprising a third electrode spaced 
from the second electrode by a two-layer dielectric (17, 19) electrically connected to the 
first electrode [claim 10]. 

Additionally, Vu discloses, referring to figure 1, a method of making a printed 
writing board comprising, forming a plurality of stacked innerlayer panels, wherein 
forming at least one of the innerlayer panels comprises, providing a metallic foil (3), 
forming a dielectric layer (5) comprising a high dielectric constant material over the 
metallic foil and including an aperture formed therethrough, forming a first electrode 
from the metallic foil, the first electrode having a width (electrode 3 is shown as having a 
width corresponding to the entire width of the pictured portion, figure 1) and having a 
first electrode termination located within the footprint of the first electrode, and forming a 
second electrode (3) over the dielectric layer, the second electrode having a width 
(electrode 3 is shown as having a width corresponding to the entire width of the pictured 
portion, figure 1) and having a second electrode termination, wherein the first electrode, 
the second electrode, and the dielectric form a capacitor, and wherein the second 
electrode termination is spaced a selected distance from the first electrode termination 
to reduce separation between terminations and wherein the termination of the first 
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electrode and the termination of the second electrode are at a distance form each other 
which is less than the width of either the first electrode or the second electrode (as 
displayed in figure 1 , the width of electrodes 3, spanning the entire pictured portion, is 
greater than the distance between the two vias 9, which represent the first and second 
electrode terminations), forming a first circuit conductor (9), wherein the first circuit 
conductor extends through at least a portion of the printed wiring board and contacts the 
first electrode termination, and forming a second circuit conductor (9), wherein the 
second circuit conductor contacts the second electrode termination and extends through 
at least a portion of the printed wiring board [claim 11], wherein the first circuit conductor 
extends through the aperture of the dielectric layer [claim 12] wherein forming the 
innerlayer panel comprises forming a laminate material (7) over the first and second 
electrodes and over the dielectric [claim 14], wherein forming the first circuit conductor 
comprise forming a conductive via through the laminate material, and forming the 
second circuit conductor comprises forming a conductive via through the laminate 
material (see col. 2, lines 15-20) [claim 15]. 

In similar fashion, Vu discloses, referring to figure 2, a method of making a 
printed writing board comprising, forming a plurality of stacked innerlayer panels, 
wherein forming at least one of the innerlayer panels comprises, providing a metallic foil 
(13), forming a dielectric layer (17) comprising a high dielectric constant material over 
the metallic foil and including an aperture formed therethrough, forming a first electrode 
from the metallic foil, the first electrode having a width (electrode 3 is shown as having a 
width corresponding to the entire width of the pictured portion, figure 1 ) and having a 
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first electrode termination located within the footprint of the first electrode, and forming a 
second electrode (13) over the dielectric layer, the second electrode having a width 
(electrode 3 is shown as having a width corresponding to the entire width of the pictured 
portion, figure 1) and having a second electrode termination, wherein the first electrode, 
the second electrode, and the dielectric form a capacitor, and wherein the second 
electrode termination is spaced a selected distance from the first electrode termination 
to reduce separation between terminations, and wherein the termination of the first 
electrode and the termination of the second electrode are at a distance form each other 
which is less than the width of either the first electrode or the second electrode (as 
displayed in figure 2, the width of electrodes 13, spanning the entire pictured portion, is 
greater than the distance between the two vias 15, which represent the first and second 
electrode terminations) forming a first circuit conductor (15), wherein the first circuit 
conductor extends through at least a portion of the printed wiring board and contacts the 
first electrode termination, and forming a second circuit conductor (15), wherein the 
second circuit conductor contacts the second electrode termination and extends through 
at least a portion of the printed wiring board [claim 11], wherein forming the innerlayer 
panel comprises forming a third electrode (13 spaced from the second electrode by a 
two-layer dielectric and electrically connected to the first electrode, wherein the first 
electrode, the second electrode, the third electrode and the dielectric layer form the 
capacitor [claim 16], wherein forming the innerlayer panel comprise, providing a 

t 

laminate material, and laminating the metallic foil to the laminate material before forming 
the first electrode (see col. 2, lines 25-45) [claim 17], wherein the first electrode has a 
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first component side that contacts the dielectric, and a second side opposite to the first 
side, wherein forming the first circuit conductor comprises forming the first circuit 
conductor to extend from the second side of the first electrode [claim 18], wherein the 
second electrode termination is within the footprint of the second electrode, and forming 
the inneriayer panel comprises forming a laminate material over the second side of the 
first electrode [claim 19], wherein forming a first circuit conductor comprise forming a 
conductive via through the laminate material, and forming a second circuit conductor 
comprises forming a conductive via through the laminate material (see col. 2, lines 15- 
20) [claim 20], wherein forming the inneriayer panel comprise, forming a third electrode 
spaced from the second electrode by a two-layer dielectric (17, 19) and electrically 
connected to the first electrode, wherein the first electrode, the second electrode, the 
third electrode and the dielectric from the capacitor [claim 21], wherein forming the 
inneriayer panel comprises, providing a laminate material and laminating the metallic foil 
to the laminate material before forming the first electrode (se col. 2, lines 20-45) [claim 
22], wherein forming a plurality of stacked inneriayer panels comprises providing a 
specified number of inneriayer panels, joining the inneriayer panels together, forming a 
third circuit conductor through at least two of the joined inneriayer panels and 
incorporating the joined inneriayer panels into the printed wiring board [claim 23]. 



Claims 1-3 and 1 1-13 are rejected under 35 U.S.C. 102(b) as being anticipated 
by US 5,926,377 (Nakao). 
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Nakao discloses, referring primarily to figure 18, a printed wiring board 
comprising a first circuit conductor (61) extending through at least a part of the printed 
wiring board, a second circuit conductor (62) extending through at least a part of the 
printed wiring board, and a plurality of stacked innerlayer panels, wherein at least one of 
the innerlayer panels comprises at least one capacitor (see col. 8, lines 40-55), 
comprising a first electrode (23) having a width (electrode 23 is shown as having a width 
corresponding to the entire width of the pictured portion, figure 18) formed from a foil 
and having a first electrode termination (connection point of electrode 23 and via 61 , 
col. 8, lines 40-55) coupled to the first circuit conductor wherein the first electrode 
termination is within the footprint of the first electrode, at least one dielectric layer 
comprising a high dielectric constant material (col. 1 , lines 40-55) disposed over the first 
electrode including an aperture formed therethrough, and a second electrode (25) 
having a width (electrode 25 is shown as having a width corresponding to the entire 
width of the pictured portion, figure 18) formed over the first dielectric layer and having a 
second electrode termination (connection point of electrode 25 and via 62, col. 8, lines 
40-55) coupled to the second circuit conductor, wherein the second electrode 
termination is spaced a selected distance from the first electrode termination to reduce 
separation between terminations and wherein the termination of the first electrode and 
the termination of the second electrode are at a distance form each other which is less 
than the width of either the first electrode or the second electrode (as displayed in figure 
18, the width of electrodes 23 and 25, spanning the entire pictured portion, is greater 
than the distance between the two vias 61 and 62, which represent the first and second 



Application/Control Number: 10/663,551 Page 10 

Art Unit: 2841 

electrode terminations) [claim 1], wherein the first circuit conductor extends through the 
dielectric layer [claim 2], wherein the second electrode termination is within the footprint 
of the second electrode, and the second circuit conductor extends through the aperture 
of the dielectric layer [claim 3]. 

Similarly, Nakao discloses, referring primarily to figure 18, a method of making a 
printed writing board comprising, forming a plurality of stacked innerlayer panels, 
wherein forming at least one of the innerlayer panels comprises, providing a metallic foil 
(23), forming a dielectric layer (col. 1, lines 40-55) comprising a high dielectric constant 
material over the metallic foil and including an aperture formed therethrough, forming a 
first electrode from the metallic foil, the first electrode having a width (electrode 23 is 
shown as having a width corresponding to the entire width of the pictured portion, figure 
18) and having a first electrode termination located within the footprint of the first 
electrode, and forming a second electrode (25) over the dielectric layer, the second 
electrode having a width (electrode 25 is shown as having a width corresponding to the 
entire width of the pictured portion, figure 18) and having a second electrode 
termination, wherein the first electrode, the second electrode, and the dielectric form a 
capacitor (col. 8, lines 40-55), and wherein the second electrode termination is spaced a 
selected distance from the first electrode termination to reduce separation between 
terminations and wherein the termination of the first electrode and the termination of the 
second electrode are at a distance form each other which is less than the width of either 
the first electrode or the second electrode (as displayed in figure 18, the width of 
electrodes 23 and 25, spanning the entire pictured portion, is greater than the distance 
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between the two vias 61 and 62, which represent the first and second electrode 
terminations), forming a first circuit conductor (61), wherein the first circuit conductor 
extends through at least a portion of the printed wiring board and contacts the first 
electrode termination, and forming a second circuit conductor (62), wherein the second 
circuit conductor contacts the second electrode termination and extends through at least 
a portion of the printed wiring board [claim 11], wherein the first circuit conductor 
extends through the aperture of the dielectric layer [claim 12] wherein the second 
electrode termination is within the footprint of the second electrode and forming the 
second circuit conductor comprises forming a conductive via that extends through the 
dielectric layer [claim 13]. 

Response to Arguments 

Applicant's arguments filed 12 May 2006 have been fully considered but they are 
not persuasive. 

Applicant's arguments with respect to the rejection of claims 1-3 and 11-13, in 
view of US 6,274,224 (O'Bryan) have been considered but are moot in view of the new 
ground(s) of rejection. 

Regarding the rejection of claims 1,2, 4-12, and 14-23 in view of US 5,144,526 
(Vu), Applicants allege that Vu does not disclose "the element of spacing the electrode 
terminations at a distance less than the width of either the first or second electrode". 
However, this allegation is not well founded since, as noted above, Vu distinctly 
discloses, via figures 1 and 2, spacing between electrode terminations (i.e. the distance 
between corresponding vias) being much less than the width of the electrodes 
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themselves (disclosed in the figure to be the entire width of the depicted portion). Thus, 
the ordinarily skilled artisan would interpret the figures of Vu as indeed disclosing this 
limitation. Therefore, Applicants traversal of the rejection on this ground is deemed 
unsuccessful. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeremy C. Norris whose telephone number is 571-272- 
1932. The examiner can normally be reached on Monday - Friday, 9:30 am - 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kamand Cuneo can be reached on 571-272-1957. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 
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